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AppL No. 09/911^93

Arodt. dated 22 September 2006

Reply to Office action of 21 July 2006

REMARKS/ARGUMENTS

In response to paragraph 6 ofthe Office action, a new first paragr^h has been added to

the specification. The new first paragraph refers to prior filed provisional applications fiom

which the present ^plication claims the benefit. This information was previously disclosed to

the Patent OfBce as evidenced by the listing ofthese provisional applications in the published

specification. See U.S. 2002/00692 1 8A1 . The current status ofthe provisional applications, all

of which have now expired, is found in the new first paragraph.

In paragr^h 8 ofthe OfSce action, claims 89-96 and 98-104 stand rejected under

35 U.S.C. § 102(b) as being anticipated by Swcnson et al. (U.S. Patent No. 6,064»380, issued 16

May 2000) (hereinafter "Swenson"). It is respectfiilly submitted that Swenson in column 4, line

65, through column 5, line 23, teaches selecting a particular location in a multi-media file for a

bookmark and generating a title for the bookmark. The examiner equates the title ofthe

bookmark with metadata.

In response to the rejection, claim 89 has been amended to recite that the multimedia

bookmark has a title or image representing the bookmark. Because claim 89 specifically recites

that the bookmark has a title or image representing the bookmaric, the '^metadata iitformation"

must be something different fiom a title. In addition, two ofthe following three pieces of

information^ positional information^ content information, and metadata infi>nnation, are used to

identify a particular location, not to identify the bookmaric. In view of the foregoing, it is

respectfully submitted that the 35 U.S.C. § 102(b) rejection ofclaim 89 on the basis ofSwenson

be withdrawn.

With respect to claim 92, the examiner cites Swenson^ column 5» lines 12-16, as

^*teaching storing metadata ofoffset information of a starting position including a rewind of

automatic or selectable length." It is respectfully submitted that the concordance of a location

in a master file with the same location in one or more slave files is a very different matter than

providing a start position including a rewind of automatic or selectable length. The start

position, including a rewind of automatic or selectable length, merely provides a different

location within the same record or file, A rewind of automatic or selectable length provides no

indication ofwhere that start position is in a completely separate, slave file. Accordingly, it is

beheved that claim 92 is patentable, irrespective of the patentability ofclaim 89,
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At this time, applicants have not submitted any arguments in favor ofthe remaining

claims dependant upon claim 89. Applicants reserve the right to submit such argument in the

future should that become necessary.

Claim 93 stands rejected under 35 US»C. § 102(b) as being anticipated by Swenson* In

response, claim 93 has been amended to specifically exclude a title jQpom the metadata

infoimation. Also, claim 93 has been amended to make it clear that the three pieces of

information, positional information^ content information* and metadata infonnation, are for

identifying a particular location. Those two changes make it clear that the bookmark has two of

the three identified pieces ofinformation which are used for search purposes, and not used for

pmposes ofmerely identifying the bookmark. In view ofthose changes, it is respectfully

submitted that claim 93 is now in condition for allowance.

Claim 96 recites similar subject matter as claim 92. Therefore, the argument submitted

in lavor ofthe patentability ofclaim 92 are equally applicable to claim 96. It is applicants'

position that claim 96 is independently patentable^ regardless ofthe patentability of claim 93.

At this time, appKcants have not submitted arguments in favor of the patentability of the

remaining claims dependent upon claim 93. Applicants reserve the right to submit argum^ts in

i^vor ofthe patentability of these dependant claims at a later date should that become necessary.

Claim 99 stands rejected under 35 U.S.C. § 102(b) as being anticipated by Swenson. In

resjxjnse, claim 99 has been amended to make it clear that the search mechanism is responsive

to the information in the multimedia bookmark for enabling access to a particular location

within the multimedia file. In Swenson, the title is used to invoke the bookmark* and the

positional inforaiation in the bookmark is used to locate a position within the multimedia

content. The examiner has pointed to no teachings within Swenson where the title is used by a

search mechanism to enable access to the location within the multimedia file* For that reason, it

is respectfully requested that the rejection of claim 99 as being anticipated by Swenson be

withdrawn.

Claim 104 recites similar subject matter as claim 92. Accordingly^ the argument made

in fiivor of die patentability ofclaim 92 is equally applicable to claim 104. It is applicants'

position that claim 104 is patentable irrespective of the patentability ofclaim 99.

Page 7 of 8
PU-n 43578V

I

PAGE 10/13 * RCVD AT 41212007 10:39:48 AM (Eastern Daylight Time] ' SVR:USPT0-EFXRF-1113* DNIS:2738300 ' CSID:4123947959 ' DURATION (n]in-ss):0344



ftPR 02 2007 11:46 FR JONES DAY PGH 47203 4123947959 TO 15329a40600002tt9 P. 11/13

Appl. No. 09/911^93
Amdt dated 22 Sq>tember 2006
Reply to Office action of 21 July 2006

At this time, applicants have not submitted arguments in favor of the patentability of±e

remaining claims dqjendant from claim 99. A|)plicants reserve the right to submit such

arguments at a later date should that become necessary.

New claims 105 and 106 have been added New claim 105 depends from claim 89

whereas new claim 106 depends ifrom claim 93. Each ofclaims 105 and 106 identify the

metadata infomiation as including annotated text created by a user. No new matter has been

Applicants have made a diligent effort to place the instant application in condition for

allowance. Accordingly, a Notice of Allowance for claims 89-106 is respectfully requested. If

the examiner is ofthe opinion that the instant application is in condition for disposition other

than through allowance, the examiner is respectfully requested to contact ^licants' attorney at

the telephone number listed below.

added.

Respectfully submitted.

Edward L. Pencoske

Reg. No. 29,688

Jones Day
500 Grant Street. Suite 3100
One Mellon Center

Pittsburgh, PA, USA, 15219

(412)394-9531

(412) 394*7959 (Fax)

Attomeys for i^plicants
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